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WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

• This action is responsive to the following communication: RCE filed on 10/13/05 and Petition 
for Revival of an abandoned application. 

• Claims 1-3, 6-11, 14-15 are pending; claims 4-5,12-13 have been canceled. 

• Amendment After Final filed on 8/15/05 has been entered. 

• E)S filed on 8/15/05 has been considered and entered by the examiner. 

• Petition has been granted and was mailed on 7/17/06. 

Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for 
continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on 10/13/05 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 3, 6, 8-9, 11, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dymetman et al (U.S. 6330976), Ur (U.S. 6072871), and fiirther in view of Markowitz (U.S. 
5513254). 

Regarding claim 1, Dymetman discloses a method of delivering a document directly to a 
user on demand (delivering digital documents directly to users in real-time basis, fig. 14-15, col. 
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19, lines 33-44, col. 28, lines 4-18, and col. 29, lines 28-38), said method comprising the steps 
of: 

• formatting user requested information in the document (marking medium contains both coded 
data and human readable information, col. 7, lines 42-58 and col. 17, lines 35-40) so as to 
include one user interactive element (i.e. marking medium contains coded data which allows 
users to retrieve digital copy from remote system via using optical pointer 502, fig. 2), to allow 
the user to effect a response to the information, using a sensing device (optical pointer 502, fig. 
2) for transmitting response back to a computer system (computer system, figs. 1-2; 

• printing (col. 11, lines 55-60) the document, having advertising material in the advertising 
space (i.e. sales catalogue contains coded data which allows users to place an order by clicking 
on an item via using a pointer 502, col. 19, lines 33-42), together with coded data, said coded 
data being indicative of an identity of the document (identity of the document and zones within 
the coded marking medium, col. 3, lines 60-67 to col. 4, lines 1-23) and of the at least one 
interactive element. 

Dymetman discloses a marking medium contains both coded data and human readable 
information (col. 14, lines 39-45, col. 35-39, and col. 19, lines 33-42) but fails to teach and/or 
suggest an Inkjet printer prints (i.e. interactive printed document) the coded data at the same time 
as printing the document on the surface defining structure 

Ur, in the same field of endeavor for printing, teaches an Inkjet printer (printer 17, fig. 1) 
prints the coded data at the same time as printing the document on the surface defining structure 
(prints coded data 27 and document texts as shown in fig. 2 at the same time, col. 4, lines 41-47. 
the examiner herein interprets document as shown in fig. 2 is an interactive printed document). 

However, the combinations Dymetman and Ur do not teach and/or suggest a method for 
identifying an advertising space outside an area of the document to be occupied by the 
information. 

Markowitz, in the same field of endeavor for printing, teaches a method for identifying an 
advertising space outside (identifying an available white space within the document, fig. 4, 
abstract, col. 4, lines 45-57) an area of the docimient (i.e. below the text/graphic area, fig, 4c) to 
be occupied by the information. 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Ur and Dymetman as per teaching of Markowitz because of a following 
reason: (1) a sensing device for sensing invisible coded data incorporated within the document 
(Dymetman, col. 12, lines 65-67); (2) printing an advertisement on an available white space of 
the document preventing an overlap between an advertisement and the document (3) reduce 
hardware costs and time by printing both coded data and document data simultaneously. 

Therefore, it would have been obvious to combine Markovsdtz, Dymetman, and Ur to 
obtain the invention as specified in claims 1 & 9. 

Regarding claims 3 & 1 1 , Markowitz further discloses a method as claimed in claim 1 
wherein the information is formatted at a publication server (fax server, fig. 3, col. 6, lines 1-54) 
of the computer system and the method includes the publication server monitoring the said area 
and, once the space is identified, receiving the advertising material fi"om an advertising server 
(selecting advertisement from database, fig. 2, col. 6, lines 54), for including in the document. 

Regarding claims 6 & 14, Dymetman further teaches a method as claimed in claim 5, 
which includes printing the coded data to be substantially invisible (col. 11, lines 45-50 and col. 
12, lines 60-67) in the visible spectrum. 

Regarding claim 8, Dymetman further teaches a method as claimed in claim 1, wherein 
the sensing device (reference 502, fig. 1-2, fig. 8) includes an identification code (network 
address, fig. 8, col. 9, lines 24-45) specific to a particular user and the method includes 
monitoring (server, col. 5, lines 10-36) of the sensing device in the computer system. 

Claims 2, 7, 10, 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Markowitz, 
Dymetman, and Ur as applied to claims 1 and/or 9 above, and further in view of Reiter (U.S. 
6178411). 

Regarding claims 2 & 10, the combinations of Markov^tz, Dymetman, and Ur do not 
explicitly teach a method wherein the advertising space is determined to be on a reverse side of 
the document relative to the user requested information. 
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Reiter, in the same field of endeavor for advertising distribution, teaches a method 
wherein the advertising space is determined to be on a reverse side of the document relative to 
the user requested information (col. 2, lines 42-57 and col. 11, lines 1-4). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Markowitz, Dymetman, Ur as per teachings of Reiter because of a 
following reason: (1) printing advertisements/coupons on the back/reverse side of the document 
provides another option/way of distributing ads; therefore, increasing ads distribution 
flexibilities. 

Therefore, it would have been obvious to combine Markowitz, Dymetman, Ur with 
Reiter to obtain the invention as s 
pecified in claims 2 & 10. 

Regarding claims 7 & 15, Reiter further teaches retaining a retrievable record of the 
printed document (print report, col 5, lines 50-67). 

Response to Arguments 

Applicant's arguments with respect to claims 1 & 9 have been considered but are moot in view of 
the new ground(s) of rejection in view of different interpretations of previous applied arts of 
record. 

• Regarding claims 1 & 9, the applicants argued the cited prior art of record (US 6330976 to 
Dymetman) fails to teach and/or suggest delivering of printed interactive document directly to 
users on demand via an inkjet printer. 

In response, examiner notes that newly added limitations (interactive printed document via using 
inkjet printer) are not previously cited in claims 1 & 9. However, Ur (US 6072871) teaches an 
inkjet printer for delivering an interactive printed document (fig. 2) directly to a user on demand 
via using computer system (ref 1 of fig. 1). It is well knovra in the art that printing system is 
based upon real-time basis (i.e. a document is printed as upon requested by the user). Document 
19 as shown in fig. 2 of Ur contains textual/image information along with coded data is herein 
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inteq?reted as "interactive printed document". In addition, output document with different types 
printed coded data (i.e. barcode containing document ID) is well known. 



The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

• US 6081261 to Wolff et al teaches an example of printed document containing encoded 
interactive barcode. 

• US 5754308 to Lopresti et al teaches an example of printed document containing encoded 
interactive barcode. 

• US 6137590 to Mori teaches an example of printed document containing encoded interactive 
barcode. 

• US 6537324 to Tabata et al teaches an example of printed document containing encoded 
interactive barcode. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Thierry L. Pham whose telephone number is (571) 272-7439. The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore can be reached on (571)272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Thierry L. Phani^ a A 



Conclusion 





GABRIEL GARCIA 
PRIMARY EXAMINER 



